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4) ^ Claim(s) 1-14 is/are pending in the application. 
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6) S Claim(s) 3 and 12 is/are rejected. 
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Application Papers 
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DETAILED ACTION 

1. Claims 1-2, 1 1 and 13-14 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected invention, there being no allowable generic or linking 
claim. Election was made without traverse in the reply filed on November 20, 2006. 

2. Applicant's election without traverse of invention group II in the reply filed on 
November 20, 2006 is acknowledged. 

In the response, applicants particularly point out that claims 7-10 directed to compounds 
represented by formula IB. the examiner overlooks this group. It has been noted that formula IB 
are structurally distinct from formula IA as it substitute the ethylene moiety with an amide 
moiety. Therefore, the restrictions as set forth in the prior office action has been modified as 
follow: each of the groups set forth in the previous office action is subject to the following 
-n restriction: 

A) drawn to invention of compounds of formula IA, or the method of making, or using the same; 

B) drawn to invention of compounds of formula IB, or the method of making, or using the 
same; 

C) drawn to invention of compound of formula I, wherein A is -C(=0)-CH2- (for group I 
only). 

1 . Inventions A-C are unrelated. Inventions are unrelated if it can be shown that they are 
not disclosed as capable of use together and they have different designs, modes of operation, and 
effects (MPEP § 802.01 and § 806.06). In the instant case, the different inventions have different 
modes of operation. Particularly, the several inventions above are independent and distinct, each 
from the other, as they are directed to structurally distinct compounds, as the moiety, ethylene, 
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amide, and ketone have different chemical and physical properties, and they would render the 
compounds with different chemical, physical and biological properties. It is noted that a 
reference to one treatment would not be a reference to another treatment under 35 U.S. C. 103. 
Further, the claims read on a multitude of compounds, and a variety of disorders, which would 
require many field of searches that would be an undue burden on the Examiner. Therefore, 
restriction for examination purposes is proper. 

It is well settled patent law that a Markush group must contain an immutable structural 
core responsible for the claimed activity. Applicant fails to provide an immutable central core 
structure for the proffered claims thereby presenting an improper Markush group for 
examination. Specifically, compounds with two phenyl groups as herein presented are known in 
the art (see, e.g., the references cited herein). Failure to link the claimed compounds with an 
immutable core structure results in claims reading on more than one invention, requiring 
restriction under 35 USC 121. 

The above delineated inventions are independent and patentably distinct each from the 
other. The grouped inventions differ chemically, a reference which would anticipate the 
invention of one group would neither anticipate, nor make obvious the inventions in the other 
groups. The searches are not co-inclusive as indicated by the diverse chemical nature of the 
subject matter. One skilled in the art would readily practice the invention of one of the above 
groups with out infringing and or practicing the invention of another group. The subject matter 
is unique and has acquired a separate status in the art and is fully capable of supporting separate 
patents. For the foregoing reasons restriction is proper for examination purposes. 
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Claims 7-10 are withdrawn from further consideration pursuant to 37 CFR 1.142(b), as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Applicant timely traversed the restriction (election) requirement in the reply filed on November 
20, 2006. 

2. Applicant's election with traverse of compounddisclosed in example ID, read on claims 
3-7 and 12 in the reply filed on November 20, 2006 is acknowledged. The traversal is on the 
ground(s) that compounds herein have been related structurally and functionally, and compounds 
of formula IB should be examineed together. This is not found persuasive because the 
compounds are distinct each from the others for reasons set forth above. 

3. Applicants' species election effectively elects group A. 

4. The inventions has been examined is groups IIA. The elections of group A among the 
invnetions A-C is considered with traverse, in view of applicants' remarks about formula IB. 

The requirement is still deemed proper and is therefore made FINAL. 
The elected speciesis found allowable. Extended search also found that claims 4-6 are 
allowable. 

Claim Objections 

5. Claims 4-6 are objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 
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Claim Rejections 35 U.S.C. 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claims 3 and 12 are rejected under 35 U.S.C. 102(e) as being anticpated by Protopopova 
etal. (US 6,951,961). 

8. Protopopova et al. teaches substituted ethylene diamines and method of using the same as 
therapeutical agents. Compoundl65 at column 57 and 58 is within the scope of formula IA 
herein. 

Claims Rejections 35 U.S. C. 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 3 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over O'Neill 
(US 5,521,220). 

11. O'Neill teaches compounds of phenyl substituted ethylene diamines as defined in 
columns 2. Particular compounds as defined in claim 1, and pharmaceutical composition 
comprisingthe same is claimed, wherein R4, a substituted aryl group, is linked to the amine 
moiety with a methylene group. See the claims. 
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12. O'Neill does not teach expressly a compounds wherein the R4 is linked to the amine 
moiety with a ethylene moiety. 

However, it would have been prima facie obvious to a person of ordinary skill in the art, 
at the time the claimed the invention was made, to substitute the methlene moiety in O'Neill's 
compound with ethylene moiety, and thereby make the compounds as herein claimed. 

A person of ordinary skill in the art would have been motivated to substitute the methlene 
moiety in O'Neill's compound with ethylene moiety, and thereby make the compounds as herein 
claimed because such structurally homologous compounds are expected to possess similar 
properties. It has been held that compounds that are structurally homologous to prior art 
compounds are prima facie obvious, absent a showing of unexpected results. In re Hass, 60 
USPQ 544 (CCPA 1944); In re Henze, 85 USPQ 261 (CCPA 1950). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shengjun Wang whose telephone number is (571) 272-0632. The 
examiner can normally be reached on Monday to Friday from 7:00 am to 3 :30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan, can be reached on (571) 272-0629. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-2 1 7-91 97 (toll-free). 



Shengjun Wang 
Primary Examiner 
Art Unit 1617 
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